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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 11 
December 2006 has been entered. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

As to claim 1, Imamura discloses a light pipe [col. 6, lines 33-63] with directional 
side-light extraction, comprising: a) a core, 3; b) light-extraction means, 1, applied to 
the core over only a part of the cross-sectional perimeter of the core and over an active 
section in which directional side lighting is desired; and 
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Imamura Figure 1: 



1 




Fig. 1 

c) the light-extraction means comprising a single strip of material, 1, over the 
active section of the light pipe, said single strip having light-scattering material, the light- 
scattering material comprising inorganic material [col. 6, lines 51-65] and being 
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physically discrete from core material and being physically discrete from any cladding 
material on the core [inorganic particles in a discrete single strip that does not extend 
into the cladding, 2, on either side and does not extend into the core, 3]. 

However, Imamura does not explicitly state in the text that the light-scatterning 
material is discrete "totally". 

Imamura teaches a number of example, art recognized, alternate methods 
suitable for the same purpose of making his invention [MPEP 2144.06] including 
example 8 wherein the strip is made from entirely different materials relative to the 
cladding, thereby resulting in structure wherein the strip is discrete from the cladding in 
all reasonable meanings of the word. 

Imamura is evidence that workers of ordinary skill in the art would find the 
reason, suggestion, or motivation to add a strip made from entirely different materials 
relative to the cladding, thereby resulting in a structure wherein the strip is discrete from 
the cladding in all reasonable meanings of the word as an art recognized alternate 
method suitable for the same purpose of comprising his invention [MPEP 2144.06]. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the invention of Imamura with a strip made 
from entirely different materials relative to the cladding, thereby resulting in a structure 
wherein the strip is discrete from the cladding in all reasonable meanings of the word as 
an art recognized alternate method suitable for the same purpose of comprising his 
invention [MPEP 2144.06]. 
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2. Imamura discloses the light pipe of claim 1, wherein the active section 
comprises a fraction of the length of the light pipe [col. 5, lines 1-3, 43-45, and 50-58]. 

3. Imamura discloses the light pipe of claim 1, wherein the light pipe has a 
substantially circular cross section [per Figure 2 and col. 6, lines 4-5]. 

4. Imamura discloses the light pipe of claim 1 , wherein the lumen output as 
between inlet and outlet portions of the active section is within plus or minus 10 percent 
of the average value of each other [inherent for short lengths per table at col. 1 1 , lines 
47-66]. 

5. Imamura discloses the light pipe of claim 1, wherein the light-extraction 
means is a single strip of uniform width over the active section of the light pipe [col. 6, 
lines 33-63]. 

20. Imamura discloses the light pipe of claim 1 , wherein a substantial section of 
the light pipe is free of light-extraction means so as to act as a conveyance of light 
between a light source and a section of the light pipe with light-extraction means 
[disclosed as desired, Figure 4, and col. 5, lines 1-3, 43-45, and 50-58]. 
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Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Imamura. 

As to claim 24, Imamura discloses the light pipe of claim 1 rejected above. 

Imamura does not explicitly disclose in Figure 1 a strip comprising a substrate. 

Imamura discloses in Figure 2 that his invention can be modified such that the 
strip, 1 , becomes a substrate for a portion of the cladding, 2, as an art recognized 
alternate configuration suitable for the same purpose of forming a side emitting light 
pipe [col. 5, lines 25-60] as desired depending upon the field of use [MPEP 2144.06]. 

Imamura is evidence that workers of ordinary skill in the art would find the 
reason, suggestion, or motivation to add a strip that is a substrate [substrate for a 
portion of the cladding] as an art recognized alternate configuration suitable for the 
same purpose of forming a side emitting light pipe [col. 5, lines 25-60] as desired 
depending upon the field of use [MPEP 2144.06]. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the invention of Imamura with a strip that is a 
substrate [substrate for a portion of the cladding] of Imamura as an art recognized 
alternate configuration suitable for the same purpose of forming a side emitting light 
pipe [col. 5, lines 25-60] as desired depending upon the field of use [MPEP 2144.06]. 



Application/Control Number: 10/796,830 Page 8 

Art Unit: 2871 

Response to Arguments 

Applicant's arguments filed on 1 1 December 2006 have been fully considered but 
they are not persuasive. 

Applicant's ONLY substantive arguments are as follows: 

(1) Regarding base claim 1, Imamura teaches particles formed in the cladding. 

(2) Regarding base claim 1, Imamura example 1 uses an adhesive. 

(3) Regarding base claim 1, Admitted Prior Art (APA) Applicant has added 
negative limitations to address APA. 

(4) Dependent claims are allowable because they directly or indirectly depend 
from an allowable base claim. 

Examiner's responses to Applicant's ONLY arguments are as follows: 

(1) It is respectfully pointed out that Applicant teaches an embodiment wherein 
particles are formed in the cladding. In any case, the elected non-reflective light- 
extraction means functions as an inefficient cladding. Whether one calls the particle 
laden zone a cladding is a matter of opinion/semantics. To address Applicant's desires 
more fully, however, examiner has applied teachings wherein the particles are 
dispersed in a completely different material relative the cladding. Examiner considers 
the present rejections to address (properly reject) both the letter and the intent of the 
present broad claim limitations regarding a discrete strip. 

(2) It is respectfully pointed out that example 1 is not relied upon in the rejections 

above. 
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(3) It is respectfully pointed out that specific negative limitations might overcome 
some rejections that rely upon APA, but one needs to consider what would be rendered 
obvious by the teachings of APA. Presently, examiner has not relied upon APA for the 
rejections above. 

(4) It is respectfully pointed out that in so far as Applicant has not argued 
rejection(s) of the limitations of dependent claim(s), Applicant has acquiesced said 
rejection(s). 

Any references cited but not applied are relevant to the instant Application. 



Conclusion 

All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION COULD 
HAVE BEEN MADE FINAL even though it is a first action after the filing of a request for 
continued examination and the submission under 37 CFR 1.1 14. See MPEP § 
706.07(b). As a courtesy examiner has made this action non-final. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy L. Rude whose telephone number is (571) 272- 
2301. The examiner can normally be reached on Mon-Thurs. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David C. Nelms can be reached on (571) 272-1787. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Timothy L Rude 
Examiner 
Art Unit 2871 



tlr 



o f /oi / o f 



